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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 06 July 2006 . 
2a)g] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 31-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 31-36 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Paper No(s)/Mail Date . 6) □ Other: . 


U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 


Office Action Summary 


Part of Paper No./Mail Date 20060915 


Application/Control Number: 10/828,532 Page 2 

Art Unit: 3749 

DETAILED ACTION 


Reissue Applications 

1. The amendment filed 7/6/2006 proposes amendments to specification and claims that do 
not comply with 37 CFR 1 .173(b), which sets forth the manner of making amendments in reissue 
applications. A supplemental paper correctly amending the reissue application is required. 

2. Claims 3 1-36 are rejected under 35 U.S.C. 251 as being based upon new matter added to 
the patent for which reissue is sought. The added material which is not supported by the prior 
patent is as follows: 

The claimed peripheral wall in the calcination zone "being substantially free from 
refractory insulation along said part of said calcinations zone" is deemed to be new matter not 
supported by the originally filed specification. Nowhere in the specification does the applicant 
describe the improvement or utility of free from refractory insulation in the peripheral wall of the 
calcination zone. The alleged support in the original specification col. 6, lines 19-27, failed to 
specify "the peripheral wall being substantially free from refractory insulation along said part of 
said calcinations zone". "Said part of the calcinations zone" is the part the particulate material 
being transported. Are there any parts of the calcinations zone that the particulate material will 
not be transported through? 

3. The reissue oath/declaration filed with this application is defective (see 37 CFR 1 . 1 75 
and MPEP § 1414) because of the following: the reissue oath or declaration failed to recite the 
alleged error regarding the peripheral wall being substantially free from refractory insulation 
along part of the calcinations zone. 
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4. Claims 31-36 are rejected as being based upon a defective reissue declaration under 35 
U.S.C. 251 as set forth above. See 37 CFR 1.175. 

The nature of the defect(s) in the declaration is set forth in the discussion above in this 
Office action. 


Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 31-36 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The claimed peripheral wall in the calcination zone "being substantially free from 
refractory insulation along said part of said calcinations zone" is deemed to be new matter not 
supported by the originally filed specification. Nowhere in the specification does the applicant 
describe the improvement or utility of a part of the peripheral wall of the calcination zone being 
substantially free from refractory insulation. The alleged support in the original specification col. 
6, lines 19-27, failed to specify the arrangement of material along a part of the peripheral wall of 
calcinations zone being substantially free from refractory insulation. Therefore, col. 6, lines 19- 
27 are insufficient to show full support of the newly added limitations. The applicant must point 
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out each and every word in the broad claim 3 1 where the support can be found in the original 
specification. In particular, the last three lines of the broad claim 3 1 . The applicant must point 
out a. the exact part of the peripheral wall substantially along the cyclonic flow path the 
particulate material being transported through and b. what and where that part of the peripheral 
wall is substantially free of refractory insulation.. The words "being substantial free of refractory 
insulation along said part of the calcination zone" are simply not found in the original drawings 
or in the specification. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 31-36 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claimed limitation of "being substantially free from refractory insulation along said 
part of said calcinations zone" in claim 31 is a negative limitation that rendered the claims 
indefinite because it was an attempt to claim the invention by excluding what the inventors did 
not invent rather than distinctly and particularly pointing out what they did invent. In re 
Schechter, 205 F.2d 185.98 USPQ 144 (CCPA 1953). The specification fails to explain what 
percentage of the materials that is substantially free from refractory insulation may or may not be 
used. Nowhere in the specification does the applicant describe the improvement or utility of free 
from refractory insulation in a part of the peripheral wall of the calcination zone. Moreover, the 
words "substantially free from refractory insulation" are also indefinite in this case because it is 
not understood what "substantially" is. How substantial is substantial? On page 8 of the 
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Remarks, the applicant argued that the peripheral walls of the calcinations zone in the prior art 
references are completely lined with refractory insulation. If the refractory insulation in the prior 
art references were to be removed or eliminated, then, it will result in significant damage to the 
reactor. Here, the broad claim 3 1 contains language "substantially free from refractory 
insulation" which one may infer the claimed structure is intended to damage the reactor. Is this 
correct? 


Claim Rejections - 35 USC § 102/103 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 


1 1 . Claims 3 1 -36 are rejected under 35 U.S.C. 1 02(e) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Makris et al (U. S. Pat. 5,713,734). 
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Claims are structurally met by the Makris et al. Makris et al disclose a calcination plant 
for a particulate material same as the applicant's. The plant also includes a calcination zone or 
cyclone separator 4 and means 2 for transporting particulate material through at least part of the 
calcinations zone along a substantially cyclone path. The peripheral wall at the calcinations zone 
of Makris et al. is substantially free from refractory insulation. It is noted that Makris et al. do 
not expressly state in the specification that the refractory insulation is used. The claim is 
directed to an absence of an element, e.g. refractory insulation. Therefore, Makris patent does 
structurally read on the broad claim 31. Or in the alternative, it is deemed to be an obvious 
matter to reduce the use of refractory insulation along a part of the peripheral wall of the cyclone 
separator in order to increase the heat conduction during heating and save cost as pointed out in 
the applicant's argument. Moreover, even if the calcinations plant of Makris et al. uses refractory 
insulation, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to eliminate the substantially amount of refractory material and its function 
from Makris et al.'s calcinations plant in order to save cost, since it has been held that omission 
of an element and its function in a combination where the remaining elements perform the same 
functions as before involves only routine skill in the art. Ex parte Wu , 10 USPQ 203 1 ; In re 
Larson . 340 F 2d 965, 144 USPQ 347 (CCPA 1965) and In re Kuhle , 526 F 2d. 553, 188 USPQ 
7 (CCPA 1975). For claim 32, it is deemed to be inherent function of heating process. 
Whenever, the rate of retention of the particulate materials changes, the dissipation of heat also 
changes the temperature in the calcinations zone. This is a natural phenomenon. For claims 35 
and 36, see burner 13. 
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12. Claims 3 1-36 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Nishida et al (U. S. Pat. 3,881,862). 

Nishida et al. disclose a calcination plant for a particulate material same as the 
applicant's. The plant also includes a calcination zone or cyclone separator 1 1 and means 2A-2D 
for transporting particulate material through at least part of the calcinations zone along a 
substantially cyclone path. The peripheral wall at the calcinations zone of Nishida et al. is 
substantially free from refractory insulation. It is noted that Nishida et al do not expressly stated 
in the specification that a substantial amount of refractory insulation is used. The broad claim 3 1 
is directed to an absence of an element, e.g. substantially free from refractory insulation. 
Therefore, Nishida et al patent does structurally read on the broad claim 31. Or in the 
alternative, it is deemed to be an obvious matter to reduce the use of refractory insulation along a 
part of the peripheral wall of the cyclone separator in order to increase the heat conduction 
during heating and save cost. Moreover, even if the calcinations plant of Nishida et al. uses 
refractory insulation, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to eliminate the substantially amount of refractory material and its 
function from Nishida et al.'s calcinations plant in order to save cost, since it has been held that 
omission of an element and its function in a combination where the remaining elements perform 
the same functions as before involves only routine skill in the art. Ex parte Wu , 10 USPQ 203 1 ; 
In re Larson , 340 F 2d 965, 144 USPQ 347 (CCPA 1965) and In re Kuhle . 526 F 2d. 553, 188 
USPQ 7 (CCPA 1975). For claim 32, it is deemed to be inherent function of heating process. 
Whenever, the rate of retention of the particulate materials changes, the heat dissipation will 
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change the temperature in the calcinations zone. This is a natural phenomenon. For claims 35 
and 36, see burner 8. 

Response to Arguments 
13. Applicant's arguments filed 7/6/2006 have been fully considered but they are not 
persuasive to overcome the rejection. First broad claims fail to structurally define over the prior 
art references. Please point out from the claims if any structural limitations that the prior art 
references do not show or teach. Second, the applicant argued that the col. 6, lines 19-27 shows 
the support of the broad claim language in claim 31 "the peripheral wall being substantially free 
from refractory insulation along a part of said calcinations zone". The examiner disagrees. The 
specification in col. 6, lines 19-27, simply is insufficient to show full support of the newly added 
limitations. Col. 6, lines 19-27 only mentions something about eliminating the needs of the 
refractory insulation. Col. 6 does not expressly or impliedly require "the peripheral wall being 
substantially free from refractory insulation along a part of said calcinations zone". Therefore, 
this constitutes new matter not supported by the originally filed specification. The applicant also 
argued that the added new limitation is clearly visible in the original drawings. The examiner 
also disagrees because the drawings do not show "the peripheral wall being substantially free 
from refractory insulation along a part of said calcinations zone". Third, pages 6-7 of the 
Remarks, the applicant argued that the negative limitation is definite. The examiner disagrees 
for the reasons as set forth in the rejection above. Fourth, the applicant argued that it is not 
obvious to have "the peripheral wall being substantially free from refractory insulation along a 
part of said calcinations zone". The examiner disagrees because it is well settled that to 
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eliminate an element and its function is deemed to be obvious in absence of any new or 
unexpected result. In this case, it is clear to eliminate or substantially reduce the refractory 
insulation along a part of the peripheral wall of the calcination zone and its reduced insulating 
function would have been obvious in order to increase the heat conduction during heating and 
save cost. 

Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jiping Lu whose telephone number is 571 272 4878. The 
examiner can normally be reached on Monday-Friday, 9:00 AM - 5:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, EHUD GARTENBERG can be reached on 571 272-4828. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Primary Examiner 
Art Unit 3749 


J. L. 


